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            In the Office Actions emailed July 27, 1010 and March 1, 2011, the Examining Attorney refused to
register "CASO CERRADO" ("Applicant's Mark") under Trademark Act § 2(d), 15 U.S.C. §1052(d), on the
ground that Applicant's Mark so resembles the mark in U.S. Registration Nos. 3,389,686 and 3,522,410 for the
mark "CASE CLOSED" (collectively, the "Cited Marks"), as to be likely to cause confusion, to cause mistake,
or to deceive.  Applicant respectfully asserts that no likelihood of confusion exists, and requests that the refusal
to register be withdrawn in light of the following.    
 
I.          Summary of Argument
 
            The existence of a likelihood of confusion must be determined on the basis of all evidence viewed in its
entirety.  In In Re E.I. Du Pont DeNemours & Co., 476 F.2d 1357, 1360-62 (C.C.P.A. 1973), the court
established a set of factors to be considered in evaluating a likelihood of confusion, which include: (1) the
similarity or dissimilarity of the marks; (2) the similarity or dissimilarity of the associated goods and/or
services; and (3)  and similarity or dissimilarity of the channels of trade.   See id.; T.M.E.P. § 1207.01. 
Additionally, a consent agreement should be given great weight, and the U.S. Patent and Trademark Office
should not substitute its judgment concerning likelihood of confusion for the judgment of the parties in interest
without good reason.  See Amalgamated Bank of New York v. Amalgamated Trust & Savings Bank, 842 F.2d
1270 (Fed. Cir. 1988).  The DuPont factors, coupled with the existence of a consent agreement from the owner
of the Cited Marks, counsel strongly against finding a likelihood of confusion when applied to Applicant's
Mark and the Cited Marks and the facts of the present case 
 
II.        The "Likelihood of Confusion" Standard Has Not Been Met
 
Applicant respectfully submits that, in considering the refusal to registration and the previous arguments
submitted by Applicant, the Examining Attorney did not fully examine the relevant Du Pont factors and the
factors weighing against a likelihood of confusion and based the refusal on a possibility of confusion rather
than a likelihood or probability of confusion.  Likelihood of confusion means a probability of confusion; a
"possibility" of confusion is insufficient.  See Estee Lauder, Inc. v. The Gap, Inc., 108 F.3d 1503, 1510 (2d
Cir. 1997).  Furthermore, as noted in the prior response, while similarities in one word or element of the marks
at issue may, at most, lead to the possibility of confusion, such "possibility" is not enough to satisfy the
governing test: whether there is a likelihood of confusion.  See Electronic Design & Sales, Inc. v. Electronic
Data Sys. Corp., 954 F.2d 713, 717 (C.C.P.A. 1969).  Applicant respectfully submits that this standard has not
been met here.



 
III.       The Consent Agreement and Co-Existence Agreement Between Applicant and the Registrant for
the Cited Marks Negates a Finding of a Likelihood of Confusion
 
Applicant respectfully submits the attached Consent Agreement from the registrant for the Cited Marks and
requests that the refusal to register for this registration be withdrawn in light of the Consent Agreement, as well
as the Co-Existence Agreement between the parties.

As noted above, a consent agreement should be given great weight, and the U.S. Patent and Trademark Office
should not substitute its judgment concerning likelihood of confusion for the judgment of the parties in interest
without good reason.  See Amalgamated Bank of New York v. Amalgamated Trust & Savings Bank, 842 F.2d
1270 (Fed. Cir. 1988).  As such, the Examining Attorney should give great weight to the attached Consent
Agreement and should not interpose his or her own judgment concerning likelihood of confusion.  As reflected
in the Consent Agreement, the owner of the Cited Marks confirms that the parties' marks and goods and
services are sufficiently dissimilar and that the likely to continue trade channels of the parties are divergent and
dissimilar so that there is no likelihood of confusion between the marks at issue.  Applicant also submits the
Co-Existence Agreement between the parties that describes the arrangements undertaken by the parties to
avoid confusion.  Taken together, the agreements include a clear indication that the goods and services of the
parties travel in divergent channels of trade and that the parties will make efforts to prevent confusion and
cooperate to take steps to avoid any future confusion.  See In re Four Seasons Hotels Ltd., 987 F.2d 1565, 1569
(Fed. Cir. 1993).

In view of the terms Consent Agreement and Co-Existence Agreement, which sufficiently set forth in detail the
factors which the parties believe mitigate against any likelihood of confusion between their marks, Applicant
respectfully submits that the agreements negate a finding of a likelihood of confusion and requests that the
refusal to register based on the Cited Marks be withdrawn.

Although Applicant believes that the Consent Agreement and Co-Existence Agreement are sufficient to
overcome the refusal to register based on the Cited Marks, it respectfully submits the following arguments
related to the Cited Marks which support a finding of no likelihood of confusion.

 
IV.       The Marks are Dissimilar When Viewed in Their Entireties
 
A determination of a likelihood of confusion must include the appearance, sound, connotation and commercial
impressions of the marks at issue.  See In re Du Pont, 476 F.2d at 1360; T.M.E.P. § 1207.01.  The fact that
two marks contain a common identical term is not conclusive of the existence of likelihood of confusion and,
in fact, does not mean that the marks are similar.  See General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 627 (8
th Cir. 1987); see also Champagne Louis Roederer, S.A. v. Delicato Vineyards, 148 F.3d 1373, 1374-75 (Fed.
Cir. 1998).  In the Champagne case, the court upheld the Board's dismissal of an opposition to the mark
"CRYSTAL CREEK" for wine by the owner of the mark "CRISTAL" for champagne.  The court properly
focused on the differences between the marks, i.e., the addition of the word "CREEK" to the applicant's mark. 
Id.  Applicant respectfully submits that the Examining Attorney, unlike the court in the Champagne case, did
not give proper weight to the differences between Applicant's Mark and the Cited Marks and, therefore,
erroneously reached the conclusion that a likelihood of confusion exists between the marks.
 
While Applicant appreciates the doctrine of foreign equivalents, in this case, it does not believe that consumers
will be confused.  The marks differ entirely in sight and sound and are only similar in meaning.  However, the
Spanish equivalent of "CASE CLOSED" is not a well-known phrase across the general population.  When
considering that the marks differ in sight and sound and taking into account the differences between the parties
goods and services and channels of trade, this factor weighs against a finding of a likelihood of confusion. 
 



V.         The Goods and/or Services Associated with Applicant's Mark and the Cited Marks         and the
Parties' Channels of Trade Are Dissimilar
           
            A comparison of the goods and services covered by Applicant's Mark and those covered by the Cited
Marks clearly illustrate the substantial dissimilarities between the parties' goods and services.  While both
parties' services are in the entertainment field, this is the extent of similarity between the services.  Applicant’s
services include an ongoing services in the field of law.  The services of the owner of the Cited Marks are in
the nature of motion pictures in the field of animated entertainment and the goods consist if items related to
comic strips and animated stories.  As agreed by the parties, the goods and services and the channels of trade of
the parties are sufficiently dissimilar so that consumers are unlikely to believe that they come from the same
source, particularly given the difference between the marks in sight and sound.  This factor therefore dictates a
finding of no likelihood of confusion.
 
VI.       CONCLUSION
 
            Each of the required factors weighs against finding a likelihood of confusion between Applicant's Mark
and the Cited Marks, and supports registration of Applicant's Mark.  Specifically, the (1) dissimilarities
between Applicant's Mark and the Cited Marks, (2) the dissimilarities between the parties' goods and/or
services, and (3) the divergent channels of trade of the goods and/or services of the parties, support a finding of
no likelihood of confusion.  Taken with the Consent Agreement and Co-Existence Agreement between the
parties, Applicant respectfully requests that the Examining Attorney reconsider the refusal to register, and that
the Application be allowed to proceed to publication at the earliest possible date.
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To the Commissioner for Trademarks:

Application serial no. 85014107 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

            In the Office Actions emailed July 27, 1010 and March 1, 2011, the Examining Attorney refused to
register "CASO CERRADO" ("Applicant's Mark") under Trademark Act § 2(d), 15 U.S.C. §1052(d), on the
ground that Applicant's Mark so resembles the mark in U.S. Registration Nos. 3,389,686 and 3,522,410 for the
mark "CASE CLOSED" (collectively, the "Cited Marks"), as to be likely to cause confusion, to cause mistake, or
to deceive.  Applicant respectfully asserts that no likelihood of confusion exists, and requests that the refusal to
register be withdrawn in light of the following.    
 
I.          Summary of Argument
 
            The existence of a likelihood of confusion must be determined on the basis of all evidence viewed in its
entirety.  In In Re E.I. Du Pont DeNemours & Co., 476 F.2d 1357, 1360-62 (C.C.P.A. 1973), the court
established a set of factors to be considered in evaluating a likelihood of confusion, which include: (1) the
similarity or dissimilarity of the marks; (2) the similarity or dissimilarity of the associated goods and/or services;
and (3)  and similarity or dissimilarity of the channels of trade.   See id.; T.M.E.P. § 1207.01.  Additionally, a
consent agreement should be given great weight, and the U.S. Patent and Trademark Office should not substitute
its judgment concerning likelihood of confusion for the judgment of the parties in interest without good reason. 



See Amalgamated Bank of New York v. Amalgamated Trust & Savings Bank, 842 F.2d 1270 (Fed. Cir. 1988). 
The DuPont factors, coupled with the existence of a consent agreement from the owner of the Cited Marks,
counsel strongly against finding a likelihood of confusion when applied to Applicant's Mark and the Cited Marks
and the facts of the present case 
 
II.        The "Likelihood of Confusion" Standard Has Not Been Met
 
Applicant respectfully submits that, in considering the refusal to registration and the previous arguments
submitted by Applicant, the Examining Attorney did not fully examine the relevant Du Pont factors and the
factors weighing against a likelihood of confusion and based the refusal on a possibility of confusion rather than
a likelihood or probability of confusion.  Likelihood of confusion means a probability of confusion; a
"possibility" of confusion is insufficient.  See Estee Lauder, Inc. v. The Gap, Inc., 108 F.3d 1503, 1510 (2d Cir.
1997).  Furthermore, as noted in the prior response, while similarities in one word or element of the marks at
issue may, at most, lead to the possibility of confusion, such "possibility" is not enough to satisfy the governing
test: whether there is a likelihood of confusion.  See Electronic Design & Sales, Inc. v. Electronic Data Sys.
Corp., 954 F.2d 713, 717 (C.C.P.A. 1969).  Applicant respectfully submits that this standard has not been met
here.
 
III.       The Consent Agreement and Co-Existence Agreement Between Applicant and the Registrant for
the Cited Marks Negates a Finding of a Likelihood of Confusion
 
Applicant respectfully submits the attached Consent Agreement from the registrant for the Cited Marks and
requests that the refusal to register for this registration be withdrawn in light of the Consent Agreement, as well
as the Co-Existence Agreement between the parties.

As noted above, a consent agreement should be given great weight, and the U.S. Patent and Trademark Office
should not substitute its judgment concerning likelihood of confusion for the judgment of the parties in interest
without good reason.  See Amalgamated Bank of New York v. Amalgamated Trust & Savings Bank, 842 F.2d
1270 (Fed. Cir. 1988).  As such, the Examining Attorney should give great weight to the attached Consent
Agreement and should not interpose his or her own judgment concerning likelihood of confusion.  As reflected in
the Consent Agreement, the owner of the Cited Marks confirms that the parties' marks and goods and services are
sufficiently dissimilar and that the likely to continue trade channels of the parties are divergent and dissimilar so
that there is no likelihood of confusion between the marks at issue.  Applicant also submits the Co-Existence
Agreement between the parties that describes the arrangements undertaken by the parties to avoid confusion. 
Taken together, the agreements include a clear indication that the goods and services of the parties travel in
divergent channels of trade and that the parties will make efforts to prevent confusion and cooperate to take steps
to avoid any future confusion.  See In re Four Seasons Hotels Ltd., 987 F.2d 1565, 1569 (Fed. Cir. 1993).

In view of the terms Consent Agreement and Co-Existence Agreement, which sufficiently set forth in detail the
factors which the parties believe mitigate against any likelihood of confusion between their marks, Applicant
respectfully submits that the agreements negate a finding of a likelihood of confusion and requests that the refusal
to register based on the Cited Marks be withdrawn.

Although Applicant believes that the Consent Agreement and Co-Existence Agreement are sufficient to
overcome the refusal to register based on the Cited Marks, it respectfully submits the following arguments related
to the Cited Marks which support a finding of no likelihood of confusion.

 
IV.       The Marks are Dissimilar When Viewed in Their Entireties
 
A determination of a likelihood of confusion must include the appearance, sound, connotation and commercial
impressions of the marks at issue.  See In re Du Pont, 476 F.2d at 1360; T.M.E.P. § 1207.01.  The fact that two



marks contain a common identical term is not conclusive of the existence of likelihood of confusion and, in fact,

does not mean that the marks are similar.  See General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 627 (8th Cir.
1987); see also Champagne Louis Roederer, S.A. v. Delicato Vineyards, 148 F.3d 1373, 1374-75 (Fed. Cir.
1998).  In the Champagne case, the court upheld the Board's dismissal of an opposition to the mark "CRYSTAL
CREEK" for wine by the owner of the mark "CRISTAL" for champagne.  The court properly focused on the
differences between the marks, i.e., the addition of the word "CREEK" to the applicant's mark.  Id.  Applicant
respectfully submits that the Examining Attorney, unlike the court in the Champagne case, did not give proper
weight to the differences between Applicant's Mark and the Cited Marks and, therefore, erroneously reached the
conclusion that a likelihood of confusion exists between the marks.
 
While Applicant appreciates the doctrine of foreign equivalents, in this case, it does not believe that consumers
will be confused.  The marks differ entirely in sight and sound and are only similar in meaning.  However, the
Spanish equivalent of "CASE CLOSED" is not a well-known phrase across the general population.  When
considering that the marks differ in sight and sound and taking into account the differences between the parties
goods and services and channels of trade, this factor weighs against a finding of a likelihood of confusion. 
 
V.         The Goods and/or Services Associated with Applicant's Mark and the Cited Marks         and the
Parties' Channels of Trade Are Dissimilar
           
            A comparison of the goods and services covered by Applicant's Mark and those covered by the Cited
Marks clearly illustrate the substantial dissimilarities between the parties' goods and services.  While both parties'
services are in the entertainment field, this is the extent of similarity between the services.  Applicant’s services
include an ongoing services in the field of law.  The services of the owner of the Cited Marks are in the nature of
motion pictures in the field of animated entertainment and the goods consist if items related to comic strips and
animated stories.  As agreed by the parties, the goods and services and the channels of trade of the parties are
sufficiently dissimilar so that consumers are unlikely to believe that they come from the same source, particularly
given the difference between the marks in sight and sound.  This factor therefore dictates a finding of no
likelihood of confusion.
 
VI.       CONCLUSION
 
            Each of the required factors weighs against finding a likelihood of confusion between Applicant's Mark
and the Cited Marks, and supports registration of Applicant's Mark.  Specifically, the (1) dissimilarities between
Applicant's Mark and the Cited Marks, (2) the dissimilarities between the parties' goods and/or services, and (3)
the divergent channels of trade of the goods and/or services of the parties, support a finding of no likelihood of
confusion.  Taken with the Consent Agreement and Co-Existence Agreement between the parties, Applicant
respectfully requests that the Examining Attorney reconsider the refusal to register, and that the Application be
allowed to proceed to publication at the earliest possible date.
 
 

EVIDENCE
Evidence in the nature of Copies of agreements has been attached.
Original PDF file:
evi_6421410398-185908325_._Consent_AGreement__2_.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_6421410398-185908325_._Trademark_co-existence__2_.pdf



Converted PDF file(s) (5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /S. Roxanne Edwards/     Date: 09/01/2011
Signatory's Name: S. Roxanne Edwards
Signatory's Position: Attorney

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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